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REMARKS/ARGUMENTS 

Favorable reconsideration of this application, as presently amended and in light of the 
following discussion, is respectfully requested. 

Claims 1-10 are pending in present application, Claims 1 and 6 having been amended. 
Support for the present amendment is believed to be self-evident from the originally filed 
specification. 1 Applicants respectfully submit that no new matter is added. 

In the outstanding Office Action, the provisional rejection under the doctrine of 
obviousness-type double patenting over copending application 1 1/328,362 was held in 
abeyance; Claims 1-10 were rejected under 35 U.S.C. §101; Claims 1-3, 6, and 8 were 
rejected under 35 U.S.C. § 103(a) as unpatentable over Anderson (U.S. Patent Publication No. 
2004/0010466) in view of Pine et al. (U.S. Patent Publication No. 2002/0032648, hereinafter 
Pine ); and Claims 4-5, 7, 9, and 10 were rejected under 35 U.S.C. § 103(a) as unpatentable 
over Anderson in view of Pine , and further in view of Gallagher ("St. Louis Post-Dispatch 
Personal Finance Column," St. Louis Post-Dispatch, July 20, 1996). 

Applicants thank the Examiner for holding the double patenting rejection in abeyance. 

Applicants respectfully traverse the rejection under 35 U.S.C. §101 . In accordance 
with the U.S. Supreme Courts decision in Bilski v. Kappos , 2 the machine or transformation 
test is not the exclusive test for determining whether the claimed invention is patent eligible 
subject matter in regards to 35 U.S.C. §101. 

The invention defined by Claim 1 is not an abstract idea. The steps of Claim 1 are not 
mental steps performed in a persons mind. The steps of Claim 1 are not abstract 
mathematical algorithms. On the contrary, the invention defined by Claim 1 has real-world 
value and is directed to a practical application. While the claims in Bilski were viewed as 
preempting the concept of hedging, the invention defined by Claim 1 does not preempt the 

1 See, for example, Applicants' Figs. 4a and 4b. 

2 130 S.Ct. 3218, 3225 (2010) 
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concept of check fraud recovery. Rather, Claim 1 is directed to a specific real-world 
application for check fraud recovery. Claim 1 is not attempting to patent the general concept 
of check fraud recovery. 3 

Furthermore, the USPTO's 101 guidelines 4 identify several factors to consider that 
weigh in favor of patent eligible subject matter in the present application. Based on these 
guidelines, Applicants note that Claim 1 is more than a mere statement of a concept (i.e., 
Claim 1 is not directed to merely the concept of check fraud recovery). Claim 1 describes a 
particular solution to the problem of check fraud. Claim 1 implements a concept in a tangible 
way (i.e., Claim 1 describes receiving an order for checks, printing checks, and receiving a 
written limited power of attorney). The steps in Claim 1 are observable and verifiable (i.e., 
Claim 1 is not mental steps; receiving an order is observable and verifiable, printing check is 
observable and verifiable, the written limited power of attorney is observable and verifiable, 
and reimbursing money is observable and verifiable). Given that these factors weigh in favor 
of a finding of patent eligible subject matter, and that the machine or transformation test is 
not the exclusive test for determining patent eligible subject matter, Applicants respectfully 
submit that the rejection under 35 U.S.C. §101 should be withdrawn. 

With respect to the rejection of Claim 1, Applicants respectfully submit that amended 
Claim 1 patentably distinguishes over a proper combination of Anderson and Pine . Claim 1 
recites, inter alia, "receiving from the consumer a written limited power of attorney 
authorizing collection of an amount of money fraudulently obtained from the checking 
account because of the check fraud against the check within the range of numbers of the 
checks in the order." A proper combination of Anderson and Pine do not disclose or suggest 
at least this element of amended Claim 1 . 

3 Contrast with the U.S. Supreme Court's statement in Gottschalk v. Benson, 409 U.S. 63, 72 (CCPA 1972), the 
claimed method "would wholly pre-empt the [controlling of acquisition 

of services] and in practical effect would be a patent on the [concept] itself." 

4 Available at http://www.uspto.gov/patents/law/exam/bilski_guidance_27jul2010.pdf 
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Page 6 of the Office Action acknowledges that Anderson does not expressly discuss 
receiving from the consumer a power of attorney. Thus, it follows that Anderson does not 
disclose the claimed "receiving from the consumer a written limited power of attorney 
authorizing collection of an amount of money fraudulently obtained from the checking 
account because of the check fraud against the check within the range of numbers of the 
checks in the order." 

The Office Action relies upon Pine to describe a power of attorney. Applicants 
respectfully submit that Pine does not cure the above-noted deficiency in Anderson . 

Paragraph [0014] of Pine states "[t]he present invention allows the electronic 
merchant to execute a limited power of attorney, thereby allowing another party, the 
responsible party, to perform the necessary steps that will allow the electronic merchant to 
accept credit cards" (emphasis added). Accepting credit cards has nothing to do with check 
fraud. The limited power of attorney of Pine is not "authorizing collection of an amount of 
money fraudulently obtained from the checking account because of the check fraud against 
the check within the range of numbers of the checks in the order." Any steps that the 
merchant in Pine is authorized to take for credit cards does not apply to checks or checking 
accounts. 

While paragraph [0003] of Pine refers to checks, this paragraph states "the 
transactions described herein refer to credit card transactions." Furthermore, assuming 
arguendo that Pine 's limited power of attorney was applied to checks, the limited power of 
attorney would only be authorization for the merchant to accept checks. The limited power 
of attorney in Pine would not be "authorizing collection of an amount of money fraudulently 
obtained from the checking account because of the check fraud against the check within the 
range of numbers of the checks in the order." 
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Paragraph [0017] of Pine includes a broad statement regarding other features and 
advantages. This is not evidence that a person of ordinary skill in the art knew of the claimed 
"receiving from the consumer a written limited power of attorney authorizing collection of an 
amount of money fraudulently obtained from the checking account because of the check 
fraud against the check within the range of numbers of the checks in the order." The Office 
is not permitted to simply consider the broad summary of the invention statements at 
paragraph [0017] of Pine without regard to any of the actual embodiments described by Pine . 
Controlling precedent does not permit such an approach. 

In this last regard, Applicants' note the courts statement in the Kotzab decision (217 
F.3d 1365, 1371, 55 USPQ2d 1313, 1317 (Fed. Cir. 2000)) that "the [reference] statements 
cannot be viewed in the abstract. Rather they must be considered in the context of the 
teaching of the entire reference." This was not new law, note In re Gordon, 221 USPQ 1 125, 
1 127 (Fed. Cir. 1984) requiring M a fair reading of the prior art reference as a whole," and In re 
Wesslau, 147 USPQ 391, 393 (CCPA 1965) noting that "it is impermissible within the 
framework of §103 to pick and choose from any one reference only so much of it as will 
support a given position, to the exclusion of other parts necessary to the full appreciation of 
what such reference fairly suggests to one of ordinary skill in the art." Thus, the attempt to 
take broad statements from the "SUMMARY OF THE INVENTION" of Pine out of the 
context of description of only disclosed embodiment of credit card processing is without 
merit. 

Furthermore, the Office Action at page 1 1 relies upon a typographical informality in a 
previously filed response to justify its conclusion regarding Pine . However, the response 
filed on June 7, 2010, page 8, lines 11-13, clearly and unequivocally stated " Anderson , Pine , 
and Gallagher do not disclose the claimed 'receiving from the consumer a power of attorney 
authorizing pursuit of a claim for recovery from the check fraud'" (emphasis added). Thus, it 
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has always been Applicants position that the references cited by the Office do not disclose 
the claimed invention. 

As the cited references do not disclose the claimed "receiving from the consumer a 
written limited power of attorney authorizing collection of an amount of money fraudulently 
obtained from the checking account because of the check fraud against the check within the 
range of numbers of the checks in the order," Applicants respectfully submit that a person of 
ordinary skill in the art could not properly combine the cited references to arrive at the 
invention defined by Claim 1 . Thus, Claim 1 (and any claims dependent thereon) patentably 
distinguish over Anderson and Pine , when taken in proper combination. Gallagher has been 
considered, but does not cure the above-noted deficiencies in Anderson and Pine . 

Consequently, in light of the above discussion and in view of the present amendment, 
the present application is believed to be in condition for allowance and an early and favorable 
action to that effect is respectfully requested. 



Respectfully submitted, 
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